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J. David Wharton of Shook, Hardy & Bacon for Faultl ess
St arch/ Bon Am Conpany

Steven R Fine, Trademark Exam ning Attorney, Law Ofice 107
(Thomas Lanone, Managi ng Attorney)

Before Cissel, Seeherman and Hairston, Adm nistrative
Trademar k Judges.

Opi ni on by Seeherman, Adm nistrative Trademark Judge:

Faul tl ess Starch/Bon Ami Conpany seeks registration on
t he Suppl enental Register for GARDEN CLAWas a trademark for

"hand- oper ated garden tools, namely cultivator-weeders."?

! Application Serial No. 74/331,559. This application was
originally filed, on Novenber 16, 1992, seeking registration on
the Principal Register, based on an asserted bona fide intention
to use the mark in commerce. Initially, the Exam ning Attorney
required a disclainmer, which applicant provided. Registration
was subsequently refused pursuant to Section 2(e)(1) of the
Trademark Act, and when this refusal was made final, applicant
filed an amendnent alleging use as of August 31, 1992, and on
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Regi strati on has been refused by the Trademark Exam ni ng
Attorney pursuant to Section 23 of the Trademark Act, 15

U S. C 1091, on the ground that GARDEN CLAWIi s incapabl e of
identifying applicant's goods and di stinguishing them from
t hose of others.

Bot h applicant and the Exam ning Attorney have filed
briefs on the case, and both appeared at an oral hearing
before the Board. ?

It is the Exam ning Attorney's position that GARDEN
CLAW i s incapable of distinguishing applicant's garden tools
because it is a generic termfor such goods. In support of
this position, he has relied on a definition of "claw' in

Webster's Third New International D ctionary, unabridged,

“B 1976--"a gardening tool for |oosening soil" and the
follow ng excerpts of articles taken fromthe NEXI S

dat abase: ®

January 12, 1994 filed an anmendnent to seek registration on the
Suppl enent al Regi ster.

2 Wth his brief the Exam ning Attorney submtted an excerpt of
an article taken fromthe NEXI S dat abase, explaining that the
article had not previously been made of record because it
appeared after the issuance of the Ofice action finally
refusing registration on the Suppl emental Register. |In such
circunstances, the better practice is for the Exam ning Attorney
to request that the application be remanded in order to make
such material of record. See Trademark Rule 2.142(d). However,
at the oral hearing on this case, applicant stated that it had
no objection to the Board' s consideration of this article, and
therefore we deemthe article to have been stipulated into the
record.

® The Examining Attorney had, during the exam nation of this
application, also nade of record excerpts fromtwo articles
which referred to conpani es which sold a tool called the Garden
Claw. Applicant explained that these conpanies were related to
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... \Wen plants are quite dead and you
are ready to pull out potatoes, it is
W se to go about the task rather
carefully, using such hand tools as
claws or trowels rather than garden
forks or spades...

"The Washi ngton Post," July 30, 1987

"HOVE | MPROVEMENT GUI DE Be sure to dig
up the right tools before going to your
garden (headl i ne)

..."Claw for cultivating tight
areas...."

"The Atlanta Journal and Constitution,"
Sept. 17, 1992

...trained pigs or dogs sniff them out
and paw at the ground where they are

| ocated. A harvester conmes after the
animals with a garden claw and digs up
the truffles...

"Austin Anmerican-Statesman, " July 13,
1995

"Twi n Peaks': Splash on Both Sides of
Atlantic; Who Killed Laura Pal ner? Stay
Tuned! (headli ne)

...ls the show s second Laura Pal ner

di ary--the one being hidden by Harold,
the shut-in who raises orchids, gets
meal s on wheel s and scratches divots in
his face with a garden claw-really a
copy of the Laura Palnmer diary witten
by David Lynch's daughter. ..

"The New York Tines," Nov. 8, 1990

Good Deed Etched in Cenetery (headline)
...a second, snmaller group | abored amd
t he toppl ed headstones with hoes and
rakes and garden claws, clearing away
the brush and trash....

"Chicago Tribune,” Cct. 14, 1985

The Exam ning Attorney has also pointed to a

registration owmned by O M Scott & Sons, which includes in

applicant, and that the articles referred applicant's own use of
GARDEN CLAW as a trademark. The Exam ning Attorney has not
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its identification of hand tools, nanely |awn and garden
i npl enents, "claws." The Exam ning Attorney asserts that
this identification by a conpany which sells |awn and garden
tools shows that "claw' is understood by the trade as the
name of a garden tool

To counter this evidence, applicant has submtted
definitions of "claw' taken fromfive dictionaries,

i ncluding the unabridged Random House Dictionary of the

Engl i sh Language,* Webster's New World Dictionary,?>

Webster's |1 New Riverside University Dictionary,® and The

Anerican Heritage Dictionary.’ These dictionaries all bear

copyri ght dates subsequent to the 1976 date of the Wbster's
di ctionary on which the Exam ning Attorney relies. None of
these dictionaries defines "claw' as a gardening tool. As a
result, applicant asserts that the definition cited by the
Exam ni ng Attorney nmust be considered to be obscure.

Mor eover, applicant has submtted the affidavit of D.
Kevi n Houl i han, the G oup Merchandi si ng Manager for Cotter &
Co., the | argest nenber-owned whol esal e di stributor of
hardware and rel ated products in the world. M. Houlihan
stated that for nine years he has been involved wth the

mar keti ng of | awn and garden products, and that "the nanme

referred to these articles in his brief.
4 2d ed., B 1987.

5> 2d coll. ed., ‘B 1984.

6 B 1988.

” 2d coll. ed., “8 1985.
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Garden Claw i s associ ated exclusively with [applicant's]
product”; that "there is no other tool or inplenent to which
t he nanme GARDEN CLAWIis applied which is marketed in the
United States”; and that "the name Garden Claw is not now
and to ny know edge never has been generic for any type of
tool or inplenment which has ever been marketed in the United
States."

A termwhich is generic is not capable of
di stingui shing one party's goods fromthose of another, and
therefore is not registrable on the Suppl enental Register.
The burden of showi ng that a proposed trademark is generic
is on the Patent and Trademark O fice, and nust be nmade by a
substantial show ng by the Exam nng Attorney of genericness,
based on cl ear evidence of generic use. In re Merril
Lynch, Pierce, Fenner, and Smth Inc., 828 F.2d 1567, 4
UsP2d 1141, 1143 (Fed. Cir. 1987). Moreover, the critical
i ssue in genericness cases in whether nenbers of the
relevant public primarily use or understand the term sought
to be protected to refer to the genus of goods or services
in question. H Mirvin Gnn Corp. v. Internationa
Associ ation of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ 528
(Fed. Cir. 1986), Thus, we nmust determ ne whether the
primary nmeani ng of GARDEN CLAWto those who woul d use or
pur chase hand-hel d cultivator-weeders, e.g., those who do

gardening, is that of a nanme of a cultivator-weeder.
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Applicant points out that the two articles referring to
"garden claw' which were of record at the tinme it filed its
brief dealt with a television show and the good deed
involved in cleaning up a cenetery. W agree with applicant
that these articles, as well as the article about gathering
truffles submtted with the Exam ning Attorney's brief, do
not show t hat those who garden, the rel evant purchasers of
t he goods, would view GARDEN CLAWas a generic termfor a
cul tivat or - weeder.

We recogni ze that the Exam ning Attorney has al so
submtted a dictionary definition, two articles which are
directed to gardening activities, and a registration, all of
whi ch use "claw' as a generic termfor a gardening tool.

The Exam ning Attorney hinself recognizes that this evidence
is limted:
The term GARDEN CLAWIis not w dely used,
nor is the term CLAWas such w dely
used, to designate a variety of garden
tool That is the conclusion from
reviewi ng the avail able LEXI S/ NEXI S
evi dence.
The evi dence of record is not, to be
sure, overwhelm ng. And one may choose
toregard it as nerely insufficient.
Final Ofice action, nmailed March 17,
1995.
However, the Exam ning Attorney relies heavily on the

Webster's unabridged dictionary definition, essentially

asking how it can be ignored.
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The dictionary definition cited by the Exam ning
Attorney certainly shows that at the tinme the dictionary was
published in 1976 the editors considered "claw' to nean a
kind of gardening tool. W are, however, troubled by the
fact that only the Webster's unabridged dictionary ascribes
such a neaning to the term while five other dictionaries,

i ncl udi ng the Random House unabri dged, and two ot her
Webster's dictionaries, do not. Particularly troubling is
the fact that these other dictionaries were published
subsequent to the Webster's unabri dged.

Moreover, if "claw' were perceived by the rel evant
public as the generic termfor a gardening tool in 1976, at
the time the Webster's unabridged dictionary was published,
we find it sonewhat odd that the Exam ning Attorney was
unabl e to submt any generic usages in newspaper articles or
catalogs fromthat tinme and that, in the twenty years since
t hat publication, the Exam ning Attorney has uncovered only
two articles about gardening, from 1987 and 1992, in which
"claw' was used, and one registration in which the
registrant identified its gardening tool as a "claw' at the
time the underlying application was filed in October 1992.
| f such tools were available in 1976, to the extent that
they were referenced in a dictionary definition at that
time, one would assune that, if the relevant public

recogni zed this neaning, there would be nore references to
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"claw' in the subsequent 20-year period than just the two
articles and the one registration that the Exam ning
Attorney has made of record. See In re Volvo Wiite Truck
Corp., 16 USPQd 1417 (TTAB 1990).

Concomitant with the dearth of evidence of generic
usage of "claw' for a hand-operated weeder-cultivator is the
affidavit of one in the trade, know edgeabl e about gardeni ng
tools, who has testified that GARDEN CLAWis not and has
never been a generic termfor any type of tool or
i nstrunent.

On this record,® we are conpelled to agree with
applicant that the Exam ning Attorney has not estabished

® woul d be

that "claw, " and consequently "garden claw, "
recogni zed by the relevant public as the generic termfor
hand- operated cul tivator-weeders. 1In view thereof, we find

that the Patent and Trademark O fice has not net its burden

8 W wish to make it clear that our decision herein rests, as

it nmust, on the record presented by the Exam ning Attorney and
applicant. A different result mght obtain if evidence of
conpetitors' usages were to be submitted in the context of an
inter partes proceeding.

° Applicant has argued that even if the Examining Attorney's

evi dence showed that "claw' is a generic term it would be
insufficient to prove that "garden claw' is generic. However,
the Exam ning Attorney has shown that gardening tools are
referred to generically by using "garden" as a prefix, e.g.,
garden rake, garden spade. Thus, if "claw' were, in fact, shown
to be generic for a weeder-cultivator, the addition of "garden"
woul d not prevent the conpound term GARDEN CLAW from bei ng found
generic. See In re Gould Paper Corp., 834 F.2d 1017, 5 USPQ2d
1110 (Fed. Cir. 1987) (genericness may be shown by evi dence that
the separate words joined to forma conpound have a meani ng

i dentical to the meaning conmbn usage woul d ascri be to those
words as a conpound).
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of making a substantial show ng by cl ear evidence that
GARDEN CLAW i s incapable of distinguishing applicant's goods
fromthose of others.

Deci sion: The refusal of registration is reversed.

R F. G ssel

E. J. Seeherman

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board



